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Office Action Summary 



Application No. 

09/775,069 



Examin r 

Geoffrey S Evans 



Applicant(s) 



MOUROU ET AL. 



Art Unit 

1725 



- The MAILING DATE of this communication appears on the cover sh et with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication, 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)K Responsive to communication(s) filed on 20 November 2002 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 21 3. 
Disposition of Claims 

4) ^ Claim(s) 46-67 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 46-67 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)D All b)D Some*c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) ^ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-152) 

3) M Information Disclosure Statement(s) (PTO-1449) Paper No(s) 6J7 . 6) □ Other. 
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DETAILED ACTION 

1 . The first sentence of the specification should be amended to refer to all of the 
other reissue applications in accordance with 37 CFR 1 .777(a). Please note that no 
mention is currently made of copending application No. 09/775,106. Applicant's 
attempted amendment to the specification in the amendment of November 20,2002 was 
not entered because it is not in compliance with 37 CFR 1.173(b)(1) which recites in 
part "Changes to the specification, other than to the claims, must be made by 
submission of the entire text of an added or rewritten paragraph, including markings 

Please note that there is already a paragraph at the beginning of the specification 
referring to 09/366,685 (which should be updated as it is now RE 37,585 E). 

2. Receipt is acknowledged of a statement in this file that U.S. Patent No. 
5,656,186 was previously surrendered in application No. 09/366,685. 

3. In accordance with 37 CFR 1 .175(b)(1 ), a supplemental reissue oath/declaration 
under 37 CFR 1 .175(b)(1) must be received before this reissue application can be 
allowed. 

Claims 46-67 are rejected as being based upon a defective reissue declaration 
under 35 U.S.C. 251. See 37 CFR 1.175. The nature of the defect is set forth above. 

Receipt of an appropriate supplemental oath/declaration under 37 CFR 
1.175(b)(1) will overcome this rejection under 35 U.S.C. 251. An example of acceptable 
language to be used in the supplemental oath/declaration is as follows: 

"Every error in the patent which was corrected in the present reissue application, and is not covered by 
a prior oath/declaration submitted in this application, arose without any deceptive intention on the part 
of the applicant." 
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4. Applicant's arguments concerning the rejection of claim 50 under 35 U.S.C. 112, 
first paragraph, is withdrawn in view of Applicant's arguments of November 20,2002. 

5. Applicant's declarations under 37 CFR 1.131 have overcome the Kautek et al. 
article as a reference. 

6. Applicant's amendments to independent claims 46,52,54,55,60,61 to recite that 
the fluence is greater than 5 J/cm 2 overcomes Lai (U.S. Patent No. 5,984,916). Lai 
(916) recites that the fluence is 5 J/cm 2 or lower (with different units) in column 9, line 47. 

7. Applicant's arguments regarding the rejection based upon the recapture doctrine 
are persuasive. 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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9. Claims 46-67 would be considered allowable upon filing a corrected reissue 
declaration (see paragraph 3 above). 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Alexander discloses using Femtosecond laser pulses for use in 
dentistry surgery. Gwon et al. in U.S. Patent No. 6,322,556 in column 6, lines 30-40 
broadly discloses laser machining with pulse width between 1 Femtosecond and 1 
millisecond, an energy level per pulse of 1 nanonjoule to 50 millijoules, and 1 focused 
spot size of 1 micron to 100 microns. Alfano et al. in U.S. Patent No. 5,348,018 
discloses in column 9 in Example 3 laser ablating breast tissue samples with 100 
Femtosecond laser pulses and a beam spot diameter of 3mm and pulse energy at the 
site of .5 microjoules. 

11. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Geoffrey S Evans whose telephone number is (703)- 
308-1653. The examiner can normally be reached on Mon-Fri 6:30AM to 4:00 PM, 
alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dunn can be reached on (703)-308-3318. The fax phone numbers for 
the organization where this application or proceeding is assigned are (703)-872-9310 
for regular communications and (703)-872-931 1 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703)- 

Geoffrey S Evans 
Primary Examiner 
Art Unit 1725 

GSE 

February 1 , 2003 



